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Opinion by Larkin , Administrative Trademark Judge:

Just a Pinch Recipe Club, LLC (Appl i cant é) seeks registrati
Register of the standard character mark PINCH IT! RECIPE BOX (RECIPE
disclaimed) for dDownloadable computer application software for mobile phones,
namely, software for enabling users to discover, access, share, bookmark, annotate,
index, and store information about, and media content concerning, goods, services,
experiences, recipes, cooking, and food, and to interact online with information and
media content that other users share concerning goods, services, experiences, recipes,

cooking, and food; Downloadable computer software for enabling users to discover,
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access, share, bookmark, annotate, index, and store information about, and media
content concerning, goods, services, experiences, recipes, cooking, and food, and to
interact online with information and media content that other users share concerning
goods, services, experiences, recipes, cooking, and food; Downloadable computer
application software for mobile phones and portable handheld devices, namely,
software for enabling users to discover, access, share, bookmark, annotate, index, and
store information about, and media content co ncerning, goods, services, experiences,
recipes, cooking, and food, and to interact online with information and media content
that other users share concerning goods, services, experiences, recipes, cooking, and
food, 6 in Interndtional Class 9.
The Tradem ark Examining Attorney has refused registration of Applicant ds
under Section 2(d) of the Trademark Act, 15 U.S.C. 8§ 1052(d), on the ground that it
so resembles the standard character mark THE RECIPE BOX (RECIPE disclaimed)
registered on the Principal Register f or o0 Computer application sc
phones, tablet computers, and portable and handheld digital electronic devices,
wireless communication devices, namely, software for creating, obtaining, editing,
displaying and managing recipes, food and beverage information, ¢
Class 9,2 as to be likely, when used in connection with the  goods identified in the

application, to cause confusion, to cause mistake, or to deceive.

1 Application Serial No. 88463841 was filed on J une 7, 2019 under Section 1(a) of the
Trademark Act, 15 U.S.C. §1051(a), based on Applicant claim of first use of the mark at least
as early as August 7, 2012 and first use of the mark in commerce at leastas  early as June 6,
2019.

2 The cited Registration No. 5080405 issued on November 15, 2016.

-2.-



Serial No. 88463841

When the Examining Attorney made the refusal final, Applicant appealed and
requested reconsideration, which was denied. The appeal is fully briefed. 3 We reverse
the refusal to register.

I.  Record on Appeal 4

The record on appeal i ncl udefsom he pwebsitecad Nt 6 s s

Appl eds Agpportiod ofaviticeh we depict below:

’

ece « p»w — [ ¢
7 Apps o Library  Updates

App Store > Food & Drink > American Hometown Media, Inc.

in
jol

Pinch It! Recipe Box [z

American Hometown Media, Inc. >

Details  Ratings and Reviews  Related

Screenshots iPad

Get v

Mama Seward's Strawberry Cake Recipe

Rating: 12+

LINKS

Privacy Policy

and the following materials:

SCitations in this opinion to the briefs refer t
system. Turdin v. Tribolite, Ltd. , 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the

number preceding TTABVUE corresponds to the docket entry nhumber, and any numbers

following TTABVUE refer to the page number(s) of the docket entry where the cited materials

appear. Applicantds appeal brief a p p dyabries appears 869 TTABV UL
TTABVUE. The Examining Attorneyds brief appears a

4 Citations in this opinion to the application record, including the request for reconsideration
and its denial, are to pages in the USHRIWOSds Tr a
(0OTSDR6) database.

5June 7, 2019 Specimen of Use at TSDR 1.
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1 USPTO electronic records of the cited registration, made of record by the
Examining Attorney; 6
1 The declarationof Appl i cant AsyJchvarhars [0 Ever hart

and Exhibits A -C thereto, consisting of screenshots of Internet websites and

social media pageson whi ch the words oOrecipe boxo

with physical or digital products or services, or are otherwise displayed,

made of record by Applicant; 7

1 Internetwebpagesdisplayi ng Appl i cant s product offer

IT! RECIPE BOX mark, made of record by the Examining Attorney; 8 and

1 USPTO electronic records of a third -party Application Serial No. 88765146

to register RECIPE BOX in standamentcharac

services; Incubation services, namely, providing work space containing
business equipment to freelancers, start -ups, existing businesses and non -

profits, 6 made of record®by the Exami
[I.  Analysis of Refusal
Section 2(d) of the Trademark Act prohibits registration of a mark that so
resembles a registered mark as to be likely, when used on or in connection with the

goods or services of the applicant, to cause confusion, mistake, or deception. 15 U.S.C.

6 September 3, 2019 Office Action at TSDR 2 -4.

7 March 3, 2020 Response to Office Action at TSDR 14 -247. We will cite the Everhart
Declaration by paragraph number and the exhibits thereto by exhibit letter and TSDR pages
inthe Response (e. g. , 0EvVe2 BxaA (TSDB &%x21)6 ) A

8 March 21, 2020 Final Office Action at TSDR 2 -8.
9 October 9, 2020 Denial of Request for Reconsideration at TSDR 2 -3.
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§1052(d). Our determination of the likel  ihood of confusion under Section 2(d) is based
on an analysis of all probative facts in the record that are relevant to the likelihood
of confusion factors set forth in  In re E.l. du Pont de Nemours & Co. , 476 F.2d 1357,
177 USPQ 563, 56 7DuPcatG P A We 7 2 )o n BuPahe factorefar ¢ h
which there is evidence and argument. See, e.g., In re Guild Mortg. Co., 912 F.3d
1376, 129 USPQ2d 1160, 1162-63 (Fed. Cir. 2019).
Two key DuPont factors in every Section 2(d) case are the first two factors
regardi ng the similarity or dissimilarity of the marks and the goods or services,
because the o0fundament a82(d)igoeq to the gumuiative effact ed by
of differences in the essential characteristics of the goods and differences in the
ma r k Bedabated Foods, Inc. v. Fort Howard Paper Co ., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976). Both Applicant and the Examining Attorney discuss the first
factor, 6 TTABVUE 2 -8; 8 TTABVUE 4 -6; 9 TTABVUE 2 -6, but only the Examining
Attorney discusses the second. 8 TTABVUE 6. Applicant also invokes the sixth
DuPont f act or , the onumber and nature of ®imilar
DuPont, 177 USPQ at 567 . 6 TTABVUE 8-16; 9 TTABVUE 6 -7.

A.  Similarity or Dissimilarity of the Goods

The secondDuPont f act or o0considers O6[t]he similarit:
of the goods or services as described in an application or registration .0In re Detroit
Athletic Co. , 903 F.3d 1297, 128 USPQ2d 1047, 1051 (Fed. Cir 2018) (quoting DuPont,
177USPQat567). The goods need not be i dentical, but

manner and/or if the circumstances surrounding their marketing are such that they
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could give rise to the mistaken bel i eloach hat tF
Servs., Inc. v. Trium ph Learning LLC , 668 F.3d 1356, 101 USPQ2d 1713, 172 2 (Fed.
Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)).

Evidence of relatedness may include news articles or
evidence from computer databases showing that the
relevant go ods are used together or used by the same
purchasers; advertisements showing that the relevant
goods are advertised together or sold by the same
manufacturer or dealer; or copies of prior use -based
registrations of the same mark for both applicant & goods
and the goods listed in the cited registration.

In re Ox Paperboard, LLC , 2020 USPQ2d 10878, *5 (TTAB 2020) (citing In re Davia ,
110 USPQ2d 1810, 1817 (TTAB 2014)).

Applicant and the Examining Attorney provide virtually no input on this key
DuPont factor. As noted above, Applicant d oes not address the factor in its briefs, 10
thus o[ a]pparentl y loceMMormaga Nyggyo KiKe , 126 WSP@2d 6
1738, 1740 (TTAB 2016), and the Examining Attorney & entire argument on it is as
follows :

The compared goods and/or services need not be identical

or even competitive to find a likelihood of confusion. . . .

They need only be oOrelated in some mant
circumstances surrounding their marketing are such that

they could give rise to the mistaken be lief that [the goods

and/or services] emanate from the..ssame source. g
Accordingly, the goods offered by the applicant and the

registrant are related and likely to be encountered in the

same trade channels.

10 Applicant states offhandedly in its discussion of the sixth DuPont f act or t hat 0b
Registrant and Applicant offer services involving computers and/or the Internet (specifically

software applications) ,66 TT ABVUE 15, but neither the application nor the cited registration

covers services.
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8 TTABVUE 6 ( citations and quotations omitted ). The Examining Attorney also did
not make of record any evidence of relatedness of the sort described in Ox
Paperboard .11 Accordingly, we dbegin [and end] with the identifications of goods . . .
i n t he registration and app !l Gountmyt Ovenn 209 d e r c
USPQ2d 443903 at *5.

The goods identified in the cited registratonare o0 Comput er applicati on
for mobile phones, tablet computers, and portable and handheld digital electronic
devices, wireless communication devices, namely, sof tware for creating, obtaining,
editing, displaying and managing r eThagpoelss, f oo
identified in the application include  dDownloadable computer application software for
mobile phones, namely, software for enabling users to d iscover, access, share,
bookmark, annotate, index, and store information about, and media content
concerning, goods, services, experiences, recipes, cooking, and food, and to interact
online with information and media content that other users share concern ing goods,

services, experiences, recipes, cooking, and food. 1&

11 The Examining Attorney bears the initial burden of showing that the goods are related .

See In re Country Oven, Inc., 2019 USPQ2d 443903, *10 (TTAB 2019) (finding that third -

party registrations covering the involved goods and services wer e suf ficient o0to
reasonabl e predicate supporting the Examining Att
the burden to Applicant to rebut the evidence with competentevidenc e of it s olwn. 6) ( ¢
re Pacer Tech., 338 F.3d 1348, 67 USPQ2d 1629, 1632 (Fed. Cir. 2003)).

12 6The Examining Attorney need not prove, and we need not find, similarity as to each
product listed in the description of goods. §l]t is sufficient for find ing a likelihood of confusion

if relatedness is established for any item encompassed by the identification of goods within a
particular class in the application. & th re St. Julian Wine Co. , 2020 USPQ2d 10595, *3-4
(TTAB 2020) (quoting In re Aquamar, Inc. , 115 USPQ2d 1122, 1126 n.5 (TTAB 2015); see
also Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp. , 648 F.2d 1335, 209 USPQ 986, 988 (CCPA
1981).
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The goods broadly i1 dentified in the cited r
software for mobile phones . . . for creating, obtaining, editing, displaying and
managi ng r eathep ensompass.the goéds more narrowly identified in the
application as odownl oadabl e computer applicat
enabling users to discover, access, share, bookmark, annotate, index, and store
i nformati on ab o uareintrinsically very semilar p ¢oghend, because both
sets of goods involve mobile phone application software for managing recipes. We find
that the second DuPont factor supports a finding of a likelihood of confusion.

B. The Number and Nature of Similar Marks in Use on Similar
Goods

The sixth DuPont f act or oO0considers O6[t]he number and
use on similar goods.@Omaha Steaks | ntdl, l nc. v,908Gr eat e
F.3d 1315, 128 USPQ2d 1686, 1693 (Fed. Cir. 2018) (quoting DuPont, 177 USPQ at
567). This factor potentially impacts our analysis of the similarity or dissimilarity of
the marks underthefirst DuPontf act or because the oOoOpurpose of
ofthrd-party use iIis O6to show t hat tonedbyapetharas have
of such similar marks that customers have been educated to distinguish between
di fferent [ such] mar ks on t hed (Quatmige BalmoBay mi nut e
Imps. v. Veuve Cliquot Ponsardin Maison Fondee en 1772 , 396 F.3d 1369, 73 USPQ2d
1689, 1694 (Fed. Cir. 2005)). 0 The Feder al Circuit has hel d
extensive registration and use of a term by others can be powerful evidence of the

term & weakness.6 Tao Licensing, LLC v. Bender Consulting Ltd. , 125 USPQ2d 1043,

1057 (TTAB 2017) (citing Jack Wolfskin Ausrustung Fur Draussen GmbH & Co. v.
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Millennium Sports, S.L.U. , 797 F.3d 1363, 116 USPQ2d 1129, 1136 (Fed. Cir. 12015)
and Juice Generation, Inc. v. GS Enters. LLC , 794 F.3d 1334, 115 USPQ2d 1671, 1674
(Fed. Cir. 2015)).

Appl i cant ar graddgienalt deape bokds & physical box in which people
store and organize their recipes,03t hat o[ w] i th the advent of th
the digital versi on taf dhe ise of thencarkp EHEORECIPE and
BOX@6and &RECIPE BOX &in connection with the online recipe databases and software
applications for the storage and organization of recipes is very commonplace, and
thus such marks are very weak in connection with such goods and services. 6 6
TTABVUE 8. Applicant claims that o[a]n Internet se
third-party uses of the terms ORECIPE BOXd and
containing those terms in connection with software applications, web applications,

and websites enabling user s to find, organize and store recipes (essentially, digital or

online recipe coll ecHliabl®-41. or O6r eci pe boxesd
The Examining Attorney does not address the third  -party use evidence in her brief

beyond stating , in her discussion of the first DuPont factor,t hat Appl i cant ds

refl ectpsarbttyhiusded, not registration of the wor

6.14 She effectively concedesthattheterm o r e c i pigwedkonthé context of mobile

13 Applicant made of record webpages showing and describing physical recipe boxes. Everhart

Decl. 1 2; Ex. A (TSDR 19-46). Like a dictionary definition, t his evidence explains the

meaning of the term 0 r e c i p @\ thé lorigké-and-mortar world and provides context for

understanding its meaning when itis used in the digital world.

14 The Examining Attorney made of record during prosecution USPTO electronic records of

what she called othe only registered mark cont ai

Denial of Request for Reconsideration at TSDR 1 -3. Shealsoar gues that the O0owr

registration without specified | imitations enjoys a presumption of exclusive right to
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phone application software by arguing t h athe Federal Circuit and the Trademark

Trial and Appeal Board have recognized that marks deemed

@veakd or merely

descriptive are still entitled to protection under Section 2(d) against the registration

by a subsequent user of a similar mark for closely related

omitted).

goods. . at 5 (citations

The third -party uses of the phrase RECIPE BOX in the record take various forms.

One form is use in connection with mobile software applications which, like

Appl i c anavdlable thuglkethe Apple App Store. These mobile application s

are offered under the marks Whiskware Recipe Box, RecipeBox Simple, Indian Recipe

Box, and Recipe Box alone. We depict them below:

® @ <4 Pp rr —

-~

<

¢ Apps

App Store » Food & Drink > WhiskWare

Details

W

Rating: 4+

LINKS
Privacy Policy
eveloper Website

Whiskware Recipe Box [
WhiskWare

iPhone Screenshots

Library Updates

]

Ratings and Reviews  Related

15

nati onwi de us e
o[t] herefore,
to alikelihoodofconf u si o n

because Applicant never discussed the 0 geogr aphi c al

registrant .

t

of the registered mark wunder Tr a
he geographical extent of applican
det e BMIABVAE 6 .OMe arémystified by this argument

extent o otfie it s ac

15 Everhart Decl. 1 4; Ex. C (TSDR 244).
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£

28 WPy — [ ¢

% 7% Apps £ Library Updates RLTGESGICY

App Store  Food & Drink + Stephen O'Connor

il

‘recipe box

RecipeBox Simple =

Stephen O'Connor »

‘ Details  Ratings and Reviews  Related

‘ Screenshots iPag
¢

RecipeBox

Chili Powder from Scratch

Get v
Recipos by Name Creamed Corn Soup
Offers In-App Purchases
This ap; designed tor bot My Lists Curried Carrot Soup
| P
My Categaries Fake Refried Beans
Rating: 4+
TOP IN-APP PURCHASES Recently Added Fresh Basil Pesto

Show Related ltams

Full Version 329

Fresh Tomato Salsa

Lists and Categories $109 J
: Search all content Add ta List

Great Lentd Soup
Add 10 Category

LINKS

® 9 <« ’ PP — R ‘
< ¢ Apps ¢ Library  Updates
App Store » Food & Drink » PREM KUMAR DIVIANATHAN JEROME

Indian Recipe Box =
PREM KUMAR DIVIANATHAN JEROME

Detajls  Ratings and Reviews  Related

=
Recipe Box

Screenshots N a0

Rating: 4+

LINKS

Privacy Policy

Reé(pe Box

16 Everhart Decl. 1 4; Ex. C (TSDR 245).
17 Everhart Decl. 1 4; Ex. C (TSDR 246).
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Q. recipe box %]

l}

2 8 WP — @
< #: Apps > Library Updates m

App Store > Food & Drink » S M Sidat

Recipe Box - Your Recipe Cook Book in your pocket, get to your recipes
when cooking or baking in the kitchen!

S M Sidat

Details Ratings and Reviews Related

iPhone Screenshots

$1.99 Buy v
Your Recipes: Your BECipes:
Rating: 17+ Beautifully Presented. Beautifully Presented
%
- N

18

The record also contains third -party uses of RECIPE BOX in connection with other

software applications, including online applications, which we depict below:

Store your favorite
recipes in one place
for free.

18 Everhart Decl. 1 4; Ex. C (TSDR 247).
19 Everhart Decl. 1 4; Ex. C (TSDR 80).
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0O o ittps:/ wwew.cozi.com/meals- and. recipe bo
Leg into Cozi Sign up for Cozi
eD
COer‘ Family ( rqanizer Features v News v Support v Aboutls v O

4]
Recipe Box & Dinner Planner

Simplify how you get dinner on the table.

Manage your family’s go-to recipes and discover new favorites with Cozi's Recipe Box and
Dinner Planner. Save recipes from your favorite sites in one organized place and add the
ingredients to your grocery list with just one touch.

i

Uikl
i
i

Create grocery lists, fast

Cozi makes it easy to transfer recipe
ingredients to your grocery list—great

for when you're menu planning for the

20 Everhart Decl. § 4; Ex. C (TSDR 92).
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Ready to shop

Say good-bye 10 old cookboo
Box app on the HP TouchSu
favorite dishes

With the Recipe
Iv organize all your

and recipe ©
t PC you ca

1

et save them with just e rouch

beverages

= Browse new recipes online
= Organize vour recipes by
desserts and entrees)

= Add your own recipe:
* Edit recipe &
nily size

Hands-free help

Let HP TouchSmast belp by reading the recipe to you 21

€ Cooking WHAT 10 COOR T WEER  YouR GROCERY

Tools for Saving Recipes
From Across the Web

You can now save recipes from other websites into your NYT Cooking Recipe
Box by using the following tools for your browser and mobile devices. Save,
browse and cook — all in one place.

On Chrome
Install our browser extension, which will add an NYT Cooking E  —- |
icon to your Chrome toolbar. Whenever you find a great
recipe on another website, click the NYT Cooking icon to —
save it to your Recipe Box —
Q

We ais0 have 3 bookmankdet for Satar, Firefox ang
nternet Explorec

On iPhone and iPad
It you have the NYT Cooking app installed on your iPhone or | — |

iPad, you can save recipes from the web or any other apps

. Install the NYT Cooking app.

»

. Tap the share icon ( ) while looking at a recipe.

w

. Swipe the first row of sharing options to the left and tap
the More button.

Toggle the switch ( ) to enable NYT Cooking. You'll
now see it In your list of sharing options.

21 Everhart Decl. § 4; Ex. C (TSDR 96).
22 Everhart Decl. § 4; Ex. C (TSDR 103).
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The record also reflects more than a dozen uses of THE RECIPE BOX , and
additional uses of phrases containing RECIPE BOX , in connection with Facebook

pages on which recipes are collected and shared. 23 We depict portions of a few below:

The Recipe Box

naredRecipeBox

About

Photos - 3\ Folow A Share
Notes

Posts o

Community

[ Creste a Page | & ordends @ Checkin

Photos

€3 Page Transparency See More 24

25

23 Everhart Decl. § 4; Ex. C (TSDR 106 -33, 142-45, 151-74, 188-94, 212-14, 226-35).
24 Everhart Decl. § 4; Ex. C (TSDR 106).

25 Everhart Decl. § 4; Ex. C (TSDR 108).
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